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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 05 August 2003 . 
2a)D This action is FINAL. 2b)IS This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) P7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s):L7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 05 August 2003 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

■ 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 7, the limitation "may be seen" in line 2 is indefinite because it does not 
require that the isotherm rings be definitely seen on the computer monitor. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-2 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schlagheck et al.(6,840,667). 

Claim 1 , figure 1 discloses applying a laser beam(4) to the focal point of a 
sample, and generating a computer display(14) of the isothermal contours 
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corresponding to the temperature calculations. Figure 4 discloses dividing the region 
near the focal point into cylinders coaxial with the beam(circles of 34), deriving the 
maximum temperature reached during the laser pulse of at least three points at arbitrary 
distances from the focal point(any points on 34), and plotting the temperatures 
calculated as a function of distance from the focal point sufficient to generate isothermal 
contours(34). 

Claim 2, the sample(solder ball) disclosed in figure 4 is placed in an isotropic 
medium(air) and the isothermal contours are displayed as rings centered around the 
focal point(circles of 34). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schlagheck in view of Douglas-Hamilton, D. H. et al., "Thermal effects in laser assisted 
pre-embryo zona testing". 

Schlagheck does not disclose the following limitations referenced in Douglas- 
Hamilton. 

Claim 3 f figure 1 of Schlagheck discloses displaying a picture of the sample(14) 
and Douglas-Hamilton discloses a picture displayed with isothermal contours(fig. 3). 
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Claim 4, Douglas-Hamilton discloses a sample of the ZP of a pre-embryonic or 
embryonic cell(introduction). 

Claim 5, a temperature of the focal point being 140 degrees centigrade is in the 
range disclosed by Douglas-Hamilton(section 4.3). 

Claim 6, figure 3 of Douglas-Hamilton discloses isotherm rings that are displayed 
as a grayscale graphic overlay on top of a live camera or video image. 

Claim 7, the calculation and real time display(14) of the isotherm rings disclosed 
in Douglas-Hamilton may be seen on a computer monitor(14) disclosed in figure 1 of 
Schlagheck with the changes in the corresponding laser power(5) and laser pulse time 
selected in the application program resulting in corresponding changes visible on the 
monitor. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the isothermal display and focal point temperature disclosed in 
Douglas-Hamilton with the device disclosed in Schlagheck for improved ZP dissection 
as disclosed Douglas-Hamilton. 

Correspondence 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Jim Vannucci whose phone number is (571) 
272-1820. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Technology Center whose telephone number is (703) 308-0956. 
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Papers related to Technology Center 2800 applications only may be submitted 
to Technology Center 2800 by facsimile transmission. Any transmission not to be 
considered an official response must be clearly marked "DRAFT'. The faxing of such 
papers must conform with the notice published in the Official Gazette, 1096 OG 30 
(November 15, 1989). The Technology Center Fax Center number is (703) 872-9306. 




James Vannucci 



■ 



